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DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U.S.C. § 134
fromthe examner’s rejection of clainms 1-11, which constitute
all the clains in the application.

The disclosed invention pertains to an inkjet printing

head.
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Representative claim1l is reproduced as foll ows:

1. An inkjet printing head in which piezoelectric
el enents are flexed by a drive voltage applied thereto and
cause a di aphragm where the piezoelectric elenents are
di sposed to, to shudder so as to eject ink through nozzles,
the inkjet printing head conpri sing:

(a) a plurality of nozzles arranged in a plurality of
rows on a head base plate, each of the nozzle rows being
arranged in an inclined manner along a sub-scanni ng direction
where a printing nediumis noved, and each of the nozzle rows
bei ng spaced apart from an adj acent nozzle row by a distance
which is at least twice a printing width; and

(b) a plurality of pressure chanbers di sposed on the
head base plate, the pressure chanbers being in comrunication
wi th the nozzles, changing capacity in response to shudders of
t he di aphragm and being arranged in two rows al ong the sub-
scanning direction, in a vicinity of each nozzle row.

The exam ner relies on the follow ng references:

Chan et al. (Chan) 4,812, 859 Mar. 14, 1989

Hrano et al. (Hirano) 5, 235, 353 Aug. 10, 1993

Rhoads et al. (Rhoads) 5,414, 453 May 09, 1995
(filed Cct. 29,

1993)

Zandi an et al. (Zandi an) 5,485, 183 Jan. 16, 1996
(filed June 30,

1993)

Kohei EP 0, 584, 823 Mar. 02, 1994

Clains 1-11 stand rejected under 35 U.S.C. § 103. As
evi dence of obvi ousness the exam ner offers Kohei in view of
Zandi an and Chan with respect to clains 1-7, adds Rhoads with
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respect to clains 8 and 9, and adds Hirano to the basic

conbination with respect to clains 10 and 11

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the briefs and the answer for
the respective details thereof.

OPI NI ON

We have carefully considered the subject matter on
appeal, the rejections advanced by the exam ner and the
evi dence of obviousness relied upon by the exam ner as support
for the rejections. W have, |ikew se, reviewed and taken
into consideration, in reaching our decision, the appellants’
argunments set forth in the briefs along wwth the examner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record
before us, that the evidence relied upon and the | evel of
skill in the particular art would not have suggested to one of
ordinary skill in the art the obviousness of the invention as
set forth in claims 1-11. Accordingly, we reverse.

Despite the several rejections noted above, appellants
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have indicated that for purposes of this appeal the clains
will all stand or fall together as a single group [brief, page
4]. Consistent with this indication appellants have nade no
separate argunents with respect to any of the clains on

appeal . Accordingly, all the clains before us will stand or

fall together. Note In re King, 801 F.2d 1324, 1325, 231 USPQ

136, 137 (Fed. Cir. 1986); In re Sernaker, 702 F.2d 989, 991,

217 USPQ 1, 3 (Fed. Cir. 1983). Therefore, we will consider
the rejection agai nst independent claim1l as representative of
all the clains on appeal.

In rejecting clains under 35 U . S.C. § 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the |l egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USP@@d 1596, 1598 (Fed. Cir. 1988). In
so doing, the examner is expected to make the factual

deternm nations set forth in G ahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467 (1966), and to provide a reason why
one having ordinary skill in the pertinent art would have been
led to nodify the prior art or to conbine prior art references
to arrive at the clainmed invention. Such reason nmust stem
fromsone teaching, suggestion or inplication in the prior art
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as a whol e or know edge generally avail able to one having

ordinary skill in the art. Uniroyal, Inc. v. Rudkin-W]|ey

Corp., 837 F.2d 1044, 1051, 5 USP2d 1434, 1438 (Fed. Cir.),

cert. denied, 488 U S. 825 (1988); Ashland G1l, Inc. v. Delta

Resins & Refractories, Inc., 776 F.2d 281, 293, 227 USPQ 657

664 (Fed. Gir. 1985), cert. denied, 475 U.S. 1017 (1986); ACS

Hosp. Sys.. Inc. v. Montefiore Hosp., 732 F.2d 1572, 1577, 221

USPQ 929, 933 (Fed. G r. 1984). These show ngs by the
exam ner are an essential part of conplying with the burden of

presenting a prima facie case of obviousness. Note In re

Cetiker, 977 F.2d 1443, 1445, 24 USPQR2d 1443, 1444 (Fed. G
1992). If that burden is net, the burden then shifts to the

applicant to overcone the prim facie case with argunent

and/ or evidence. Obviousness is then determ ned on the basis
of the evidence as a whole and the rel ative persuasi veness of

the argunents. See 1d.; In re Hedges, 783 F.2d 1038, 1039,

228 USPQ 685, 686 (Fed. Cir. 1986); In re Piasecki, 745 F.2d

1468, 1472, 223 USPQ 785, 788 (Fed. Cir. 1984); and ln re

Ri nehart, 531 F.2d 1048, 1052, 189 USPQ 143, 147 (CCPA 1976).
Only those argunents actually nmade by appel |l ants have been
considered in this decision. Argunents which appellants could
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have made but chose not to nmake in the brief have not been
consi dered [see 37 CFR
§ 1.192(a)].

Wth respect to representative, independent claiml,
t he exam ner finds that Kohei teaches the clained invention
except that Kohei does not teach the nozzle arrays being
arranged in an inclined manner al ong the sub-scanni ng
direction and the nozzl es being spaced by a distance which is
| arger than a printing width. Zandian is cited as teaching
nozzl e arrays being arranged in an inclined manner. Chan is
cited as teaching that the spaci ng between nozzle arrays is
not limted to the distance of one dot row The exam ner
i ndi cates that the clainmed invention would have been obvi ous
to the artisan in view of the collective teachings of Kohei,
Zandi an and Chan [answer, pages 3-5].

Appel I ants argue that Zandian and Chan fail to cure
the admtted deficiencies of Kohei. Appellants also argue
that there is no notivation to nodify the nozzle spacing in
Chan from “preferably” one to “at |east two” printing w dths.
Finally, appellants argue that there is no notivation to
nodi fy Zandian’s nozzle format with the teachings of Chan

- 6-



Appeal No. 1999-2572
Application 08/419, 678

[ brief, pages 5-13].

The exam ner responds that he interprets the
di scl osure in Chan that the spacing between nozzle arrays is
not limted to the distance of 1 dot row in the paper advance
direction to nean that the distance between nozzle arrays can
be any desired val ue [answer, page 7]. Appellants respond
that the suggestion in Chan that the printing width is
preferably, but not Iimted to, 1 dot row apart does not
suggest the obviousness of a distance which is at |east tw ce
a printing wdth as clainmed [reply brief].

We agree with the position argued by appellants. A
reference which suggests that a paraneter should be one val ue,
but does not have to be that val ue does not concl usively
suggest the obviousness of any other specific value. In order
to support a finding of obviousness, the exam ner nust explain
why the specific value recited in the clai mwuld have been
obvious in view of the preferable value disclosed in the prior
art. In this case, the exam ner has inproperly assuned that a

prima facie case of obviousness for every other val ue besi des

the preferable value disclosed by Chan is automatically
established. Thus, the exam ner has not established a prinma
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facie case of obviousness for the recitation in claim1 that
“each of the nozzle rows being spaced apart from an adj acent
nozzle row by a distance which is at |least twice a printing
wi dth.”

We al so agree with appellants that the exam ner has
not properly expl ained the notivation for conbining the
teachi ngs of Chan and Zandi an. The exam ner’s ori gi nal
notivati on was based on the alleged fact that Chan was cited
wi thin Zandi an. Appellants noted that Zandian referred to a
di fferent Chan patent and that the Chan patent relied on by
the exam ner has a different nozzle format than Zandi an.
Appel I ants argue that because of these different nozzle
formats, one of ordinary skill in the art would not have been
notivated to nodify the nozzle format of Zandian with the
teachi ngs of the Chan patent used by the exam ner. The
exam ner has not responded to this persuasive argunment by
appel | ant s.

For the reasons discussed above, we do not sustain the
exam ner’s rejection of clains 1-7 based on the collective
t eachi ngs of Kohei, Zandian and Chan. Since the additional
references of Rhoads and Hirano do not overcone the
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defi ci enci es noted above, we also do not sustain the

examner’s rejection of clainms 8-11. Therefore,

t he deci si on

of the examner rejecting clains 1-11 is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

JOSEPH F. RUGAE ERO
Adm ni strative Patent Judge

LEONARD LANCE BARRY
Adm ni strative Patent Judge
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